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1 . 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-8, 12-16 are rejected under 35 U.S.C. 101 because the 
disclosed invention is inoperative and therefore lacks utility. (New Rejection) 

Applicant states details of the molecular layer that make up the separation 
membrane in paragraphs 7 and 12 of the present specification. These paragraphs state 
that the carbon atoms will attract lithium ions because of the dangling bonds of a carbon 
atom. This is incorrect and will not happen with the carbon atom because as applicant 
has pointed out in paragraph 12, each carbon atom is sp^ hybridized and forms a 
covalent bond with each neighboring carbon atom. Because of the covalent bonds 
between the carbon atoms there will not be any dangling bonds in the carbon atom and 
so the lithium ions will not be attracted to the carbon atoms. 

It is also noted that applicant has stated in paragraph 12 that there are formed 
equilateral triangle units with a lithium ion 3 at each vertex with a carbon atom 2 located 
in a center thereof as seen in Figure 2 of the present specification. This configuration 
can also be viewed as the carbon atoms forming hexagons with the sides of each of the 
hexagons being the same length as each of the equilateral triangles. Applicant also 
states that the length of each side of the equilateral triangle is in the range of 25-1 00 
nanometers. This is incorrect. Applicant stated that the carbon atoms are sp^ 
hybridized and thus the length between 2 carbons is only around 0.2 nanometers, which 
length is this well known bond length. Applicant's dimensions are thus off by a factor of 
at least one hundred. 
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3. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 
The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification slnall contain a written description of the invention, and of the manner and process of 
malting and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1-8, 12-16 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claims contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. (New Rejection) 

Applicant has not set forth in the present specification specifically how the 
claimed separation membrane is made or manufactured so that one of ordinary skill in 
this art could make and use the same. Applicant has not provided any examples or 
process steps that teach how the separation membrane is produced and so one of 
ordinary skill in this art would not be able to manufacture a separation membrane as 
applicant has set forth. 



Application/Control Number: 10/749,337 Page 4 

Art Unit: 1795 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

7. Claim 14 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. (New Rejection) 

It is unclear what the expression "and or" in lines 3-4 of claim 14 means? 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

9. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that the 
subject matter of the various claims was commonly owned at the time any inventions 
covered therein were made absent any evidence to the contrary. Applicant is advised 
of the obligation under 37 CFR 1 .56 to point out the inventor and invention dates of 
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each claim that was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 U.S.C. 1 03(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

1 0. Claims 1 -7, 1 2, 1 3, 1 5, 1 6 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Taylor-US 4,592,968 (Taylor) in view of Spotnitz et al.-US 6,322,923. 
(Spotnitz) (New Rejection) 

The patent to Taylor teaches a separator comprising graphite used in 
electrochemical cells-see the abstract therein and column 1, lines 17-20. The separator 
comprises multiple layers of the claimed graphite structure and Taylor provides for a 
separator having a total thickness of around 1 mm-see column 7, lines 19-32. The only 
claimed feature not shown by Taylor is the lithium in the graphite forming the equilateral 
triangles. Spotnitz teaches a lithium electrochemical cell-see columns 1 and 2 of 
Spotnitz. To incorporate the lithium electrode of Spotnitz in the electrochemical cell 
using the separator of Taylor would have been obvious because Taylor provides for the 
utility in such cells. During discharging of the electrochemical cell of Taylor combined 
with Spotnitz, lithium would be found in the separator and would form the equilateral 
triangles with the carbon as applicant is claiming. 

1 1 . Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to John S. Maples whose telephone number is 571- 
272-1287. The examiner can normally be reached on Monday-Friday, 8:00-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John S. Maples/ 
John S. Maples 

Primary Examiner, Art Unit 1795 



JSM/5-1 1-2008 
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